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Docket No.: 20828/0205 1 63-USQ 

(PATENT) 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Patent Applieatipn of: 
Manfeed Dick et al. 

Application No. : 1 0/5 16,432 Confiraiation No. : 5 1 26 

Filed: My 29, 2005 Art Unit: 3735 

For: METFIOD FOR C ONTR.OLLING A DEVICE Examiner: A. M. Faiah 
FOR TREATING THE HUMAN mE 



REASONS IN SUPPORT OF PRE-APPEAL BRIEF REQUEST FOR REVIEW 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 



Deair Sir: 



In support of the Fre-Appeal Brief Request for Review filed on even date herewith in tlie 
above-identified application. Applicants hereby respectfully requests reconsideration of the 
applieation based on th^ following reinarks. 



Applicatioil Nq.: 10/514432 



Docket No.: 20828/0205 163-USP 



Remarks 

Backsround; 

Claijns 14-28 are pending. 

In the final Office Action dated July 13, 2007, Glaims 14-28 were rejected nnder 35 U,S.C. 
§ 1 02(e) as being anticipated by U.S. Patent No. 7, 1 30,835 to Cox et al. C'Cgx et al") 

In response to the final QfjEice Aetion, jSled on September 30, 2007, reeonsideration of the 
rejections to claims 14-28 was requested ^vithout claims . An English language 

translation of the priority docimeixt corresponding the present application filed on M 31, 2002 
ws^ siibinitted with the response together with a statement that the tran^^ is accurate. Thus, 
applicant's claim for prio to May 31^ 2002 was peifected. 

An Advisory Action dated October 13^ 2007 indicated tliat tile reqiiest for reconsideration 
had been considered but did not place the application in condition for allowance. 

Argument: 

It is respectftilly submitted that the rejections under 35 U.S.C. 102(e) are clearly improper 
based upon clear errors in facts. 

Independent Claimi 25: 

Independent claim 25 recites a device for treating a human eye using las^r irradi^a^^^^ 
ineiudes at least the feature of "a pachj^etry apparatus confl^ measure a pachymetry of the 

eye*\ StippQtt for that feature is found in the original applicatioii as filedj and also iii the priority 
document. See Translatioii of Prioritj^ Document (submitted with tlie response to final), for 
example j at Claim 11, 

Applicants respectfully submit that^ at least with regai^d to disclosing the feature of a 
pachyrnetry apparatus, Gox et aL is not prior art to the present application. 

The present applieation claims priority to an application filed on May 31, 2002, Cox et al. 
was filed after the priority date of the present application^ on Deeember 20, 2002, but claims priority 
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to a provisional appliGation No, 60/368,643 filed on March 28, 2002/ Thus, the 35 U.S.C. 102(e) 
date of the Cox et al reference is the date of the priority application (March 28, 2002), only if the 
priority application ''propeirly supports the subject ariatter used to make the rejection. " S ee MPEP 
706,02(f)(l)l.(B). 

Applieaiits have conducted a thorough reyiew of IJ.S, provisional application 60/368,643 
and have cortcluded tiiat i^ere is bq teaching or suggestion for the feature of "a pachyrtietry 
apparatus" recited in claim 25 or anytliing remotely simite. &i fact^ the term "paGhjmtieter" was 
specifically added to the Cox et al> npn-provisional patent application filed on December 20, 2002, 
aiid was not iriciude^^ ptX)visional application. Compare, y .S> Patent No. 7^130,835 Go|uinn4^ 
Uiie 32 with the cqn^sponding paragraph of tJ.S, provisional applic£ri:iQn 60/368j643 at paiges 5 smd 
6. 

Thus, for the disclo^re of "pachymetei?', Cbk et aL has an earliest § 102(e) prior art date of • 
December 20, 2002. Because the present application as an earlier perfected priority date of March 

31, 2002, Cox et al. is not prior art to the present application for that disclosure. 

Withdraw^ of the rejections to clairns 25 and 27 urider 35 U.S.G, § 102(e) is respect&Uy 
requested. 

Independent Claim 1 1 : 

Independent claim 14 recites a method for controlling a device for an ablation of part of a 
human eye that inc^ludes at le^st the step of ''performing a graphic simulation of the ablation in the 
fpnn of a graphic visuaUzatipn.'^ Suppott for this feature eati be found, for example^ in the 
spectfi cation at p»agraph [003 6] , which sets forfli that '^the establish^^ and calculated data can be 
issued On a computer screen m the form of a graphic simulatioil. The simulation displays the cornea 
to be treated for example in different colours or similar in top view or in section so that the doctor in 
attendance can assess the whole procedure in advance.^' 

Cox et aL describes a system and method for predictive ophthalmic correction, and meyeiy 
teaches using ''a graphical user interface (GUI) having a display and a selection device that 



' A further priority claim to U S, Provisional Application Na, 60/340:>292:, filed Dec. 14, 2001 is improper since it 
was fiJed more than one year prior to the filing date of Cox et aL 
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facilitates the selection of cGileGted information for analysis with optimized historical information.'' 
See, Cox et aL column 5, lines 6-9, However, there is no indication that GUI of Cox et ah provides 
a simulation of an ablation as recited in claim 14 nor that such a simtilation is graphically 
visualized. Accordingly, Cox cannot anticipate claim 14 or its dependent claims 15-'24, 26 and 28. 

Withdrawal of the reijections to claims 14,-24, 26, and 28 under 35 U.S,C. § 102(e) is 
respectfully requested. 

CONCLUSION 

For at least the foregoing reasdfis, the regeetiqns of claims 14-28 are improper, aiid 
withdrawal of these rejections and allowanee bf the appiicatioh is resijectfully requested. 



Dated: Novemter 13, 2007 Respectfully submitted, 




Thomas P. Canty 

Registration No.: 44,586 
DARBY & DARBY P C, 
P.D. Box T70 
Church Street Station 
New York, New York 1 OOQS-0770 
(212) 527-^7700 
(212) 527-7701 (Kax) 
Attomeys/Agents For Appliqant 
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